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REMARKS 

L The Rejection of Independent Claims 1. 10. 18 and 19 Should Be Withdrawn 

The rejection of independent claims 1, 10, 18 and 19 over Mori is in error, because the Office 
Action fails to make a prima facie case for rejection under 35 USC 1 03(a). This is based on each of 
these claims reciting two limitations not suggested by Mori. They are A) storing a client's font 
capabilities list; and B) comparing the client's font capabilities to font data of an electronic data 
transfer. These limitations are explained individually as follows: 

A - Mori fails to suggest the limitation of STORING a client font capabilities list 

Each of the claims recites a limitation of storing (or "determining" in claim 19) a list of client 
font capabilities. This is exemplified by a server configured to forward data transfers (e.g., 
electronic documents) to any number of client computers that the server serves. The system stores 
(or determines), for each client device individually, a list of fonts that the device is capable of 
rendering. 

The Examiner acknowledges that this limitation, of a system storing or determining a font 

capabilities list for each client, is not taught by Mori: 

"Mori doesn't explicitly define what client device supports what font within the library of 
fonts." (Office Action, p. 2) 

The Examiner makes up for this deficiency with the following assumption: 

"However, at the time of the invention it would have been obvious to one of the ordinary 
skill to include a listing of fonts with the appropriate device tat supports them. The 
motivation for doing so would have been to allow display of rich-styled text based on the 
device capabilities thereby reducing the computational requirements of the client 
device." (Office Action, p. 1 1, 1 st par.). 

This assumption by the Examiner is not supported by any prior art and is thus irrelevant to 
obviousness. "To establish prima facie obviousness of a claimed invention, all the claim limitati ons 
must be taught or suggested by the prior art. In re Royka" (MPEP 2143.03). Since the Office Action 
fails to meet this burden, the rejection must be withdrawn. 

This is in addition to the Examiner's assumption being unreasonable. That is because the 
skilled person would have been dissuaded from implementing the claimed limitation of storing each 
of the clients' font capabilities due to the increased procedural complexity and hardware demands 
that would be required, especially in the absence of any suggestion from the prior art to do so. 
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B. Mori fails to suggest the limitation of COMPARING the client font 
capabilities to font data of an electronic data transfer 

Each of the claims recites a limitation of comparing the client's font capabilities to font data 
of an electronic transfer that is addressed to the client, to determine augment font data to be included 
with the data transfer to the client. This is exemplified by a server forwarding, to a client computer, 
an electronic document ("data transfer") that designates a set of fonts by which the document's text is 
to be rendered. The system compares the fonts designated in the document with the fonts that the 
client is capable of supporting, in order to determine which additional fonts ("augment font data") 
the system needs to send along with the document to the client. 

This limitation of comparing is not suggested Mori. In fact, Mori's system is incapable of 
performing this limitation, since it does not even have the client's font capabilities list (as the 
Examiner acknowledges in the first block quote above) with which to compare . 

In conclusion, Mori fails to suggest both the storing limitation AND the comparing 
limitation. The rejection of claims 1, 10, 18 and 19 is therefore in error and should be withdrawn. 

II. The Rejection of Independent Claim 24 Should Be Withdrawn 

The rejection of independent claim 24 over Chan in view of Mori is in error and should be 
withdrawn. That is because the references, even in combination, fail to suggest the claimed steps of 
A) storing a font capabilities list for each client device; and B) comparing the fonts in the 
capabilities list of one of the devices with font identifiers in text data. These limitations are 
explained individually as follows: 

A. The references fail to suggest the claimed STORING of a client capabilities list 

Claim 24 recites a method step, performed by a server, of storing a font capabilities list for 
each of its client devices. This is a list of fonts for which the respective client device has font 
structure data defining how the font is to be rendered. 

In contrast, Chan's server does NOT store a font capabilities list for its client devices. The 
Examiner contends this storing limitation is taught by the statement in Chan's abstract that "The font 
server contains the necessary information pertaining to the various types of fonts that may be 
required by users." However, this sentence in Chan does not refer to the claimed list of a client's 
font capabilities. It instead refers to the server's own library of fonts that it downloads to users, as 
indicated by Chan's statement several lines down that "the necessary font resources are downloaded 
from the font server to the remote site." 
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Mori, also, does not teach the claimed storing step, as the Examiner acknowledges in the first 
block quote above. 

Therefore, the references even in combination fail to suggest the claimed storing step. 

B. The references fail to suggest the claimed COMPARING of fonts 
in a client's capabilities list with font identifiers in text data 

Claim 24 recites a method step, performed by a server, of comparing the fonts in the 

capabilities list of one of the client devices with font identifiers in text data to be transferred to that 

device. 

In contrast, Chan's server never compares a client device's font capabilities with the fonts of 
transferred text data. Instead, Chan's client device ("remote site") itself does the comparing, as the 
Office Action (p. 7, 2 nd line) acknowledges: "the remote site determines whether information 
pertaining to all the fonts is stored at the remote site." 

Mori, also, does not teach the claimed comparing step, as explained above regarding the 
rejection to claims 1, 10, 18 and 19. 

In conclusion, the references even in combination fail to suggest both the claimed storing 
step AND the claimed comparing step. The rejection of claim 24 is therefore in error and must be 
withdrawn. 

HI. The Rejection of Dependent Claims 2-9, 11-17. 20-21 and 25-28 Should Be Withdrawn 

The remaining claims all depend from base claims that are non-obvious over the cited prior 
art as explained above. The limitations that the dependent claims add to the base claims distinguish 
them further from the prior art. Therefore, the rejections of the dependent claims also should be 
withdrawn. 

Respectfully submitted, 

Mitchell Rose (Reg. No. 47,906) 
JONES DAY 
901 Lakeside Ave. 
Cleveland, OH 441 14 
Date: 10/2/07 (216)586-7094 
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